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REMARKS 

In-response-to-the-Office Action-dated-December 23,,2003, Applicants 

respectfully requests reconsideration and withdrawal of the rejections of the claims. 

The Office Action states that the Information Disclosure Statement filed 
May 22, 2000 fails to comply with the regulations, on the grounds that it does not 
include a concise explanation of the relevance of each listed patent that is not in the 
English language. As set forth in MPEP §609, subpart III.A{3), if a non-English 
reference was cited In a search report by a foreign patent office in a counterpart 
foreign application, the requirement for a concise explanation of relevance is 
satisfied by submitting an English-language version of the search report which 
indicates the degree of relevance found by the foreign office. The Information 
Disclosure Statement filed May 22, 2000 indicated that the references were cited In 
an International Search Report for a related PCT application, and was accompanied 
by a copy of that Search Report. For the Examiner's reference, a duplicate copy of 
the International Search Report is being submitted herewith. As can be seen, each 
of the references was cited under category "A". It is respectfully submitted that the 
Information Disclosure Statement complied with the requirement for a concise 
explanation of the relevance of the references. The Examiner is respectfully 
requested to consider each of the non-English references, and confirm such 
consideration for the record. 

Claims 8-1 1 and 13 were rejected under the second paragraph of 35 U.S.C. 
§1 1 2, on the grounds that they were considered to be indefinite. In response 
thereto, claims 8 and 10 have been amended to remove the bases for the rejection. 
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In addition, other voluntary amendments have been made to the claims to improve 
their readability: — - - - 

With respect to claims 9, 12 and 13, the Office Action states that the terms 
"these data" (claim 9) and "the data" (claims 12 and 13) lack sufficient antecedent 
basis. However, it is respectfully submitted that the antecedent basis for these terms 
can be found in claim 9, at line 2 ("the data stored in the first memory"), as well as in 
claim 1, line 8 ("data stored in the first memory"). Reconsideration and withdrawal of 
the rejection of claims 9, 12 and 13 is therefore respectfully requested. 

Claims 1-6 and 8 were rejected under 35 U.S.C. §103, on the grounds that 
they were considered to be unpatentable over the Campana et al patent (U.S. Patent 
No. 5,602,915) in view of the Peyret et al publication. All other pending claims were 
rejected as being unpatentable over these two references In view of additional 
tertiary references. For the reasons presented below, it is respectfully submitted that 
the Campana et al and Peyret et al references do not suggest the present invention 
to one of ordinary skill in the art, even when considered in combination. 
Reconsideration and withdrawal of the rejections are therefore respectfully 
requested. 

As set forth in the introductory portion of the specification, the claimed 
invention is directed to the management of data stored in a smart card, and is 
particularly concerned with the transfer of data from one card to another, such as in 
the case where the original card is about to expire and be replaced by a new card. 
As is conventional, a smart card provides secure access to the data stored on the 
card, by requiring a user to enter a secret code, such as a PIN. This code is 
compared with a code stored in the memory of the smart card, which Is referred to In 
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the application as a management code. The present invention provides a method for 
-generating-a-management-Gode for-the new card-that is based-uponJnformation ^ 
relating to the old card. 

In contrast, the Campana et al patent is concerned with the ability of two 
cards to communicate with one another in a secure manner. As described in the 
background portion of that patent, It was known for a mother card to be able to 
communicate with each of a number of different daughter cards. However, secure 
transactions between two daughter cards were not possible. See column 1, lines 33- 
37 and 59-62. The Campana et al patent teaches a process by which each of two 
cards, e.g., two daughter cards, can mutually compute session keys, for 
communication with one another. As Is well known, a session key is a temporary 
key that is used to encrypt data that Is exchanged between two entities during a 
given communication session. 

With reference to claim 1 , the Office Action states that the secret number NS 
disclosed in the Campana et al patent corresponds to the first management code 
recited in the claim, and that such number is Inherently stored in memory (at least 
temporarily during calculations). The Action acknowledges, however, that the 
Campana et al patent does not disclose authorization of the editing of data stored in 
the card memory If a secret code presented to the reader is compatible with the first 
management code. To this end, therefore, the rejection relies upon the Peyret et al 
publication, and alleges that it would be obvious to modify the teachings of the 
Campana et al patent to incorporate a comparing step before editing data in 
memory. It is respectfully submitted, however, that a combination of the teachings of 
the Campana et al patent and the Peyret article would not lead a person of ordinary 
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skill to the claimed subject matter, absent hindsight knowledge of the present 
invention: — -~ ~ _ „ _ 

While the Peyret article teaches that it is known to prevent access to the 
memory of a smart card until a secret code has been correctly presented, there is no 
teaching in either of the references to compare such a secret code, e.g., a PIN, to a 
secret number of the type NS disclosed in the Campana et al patent. As discussed 
previously, the only purpose for the secret number NS is to generate a session key 
for communications between two cards. The existence of the secret number NS is 
transitory; once the session key has been generated, the secret number NS is no 
longer needed. The secret number NS plays no role in the management of access 
to data stored on the card. Consequently, it does not function as a "management 
code," as that term is employed in the context of the present invention. More 
importantly, however, there is no teaching in either reference which suggests that a 
number which is temporarily calculated to produce a session key should be 
compared with a PIN entered by a user, to determine whether access to data stored 
in memory should be granted. 

In summary, therefore, it is respectfully submitted that the secret number NS 
of the Campana et al patent has absolutely no relationship to the secret code 
disclosed in the Peyret et al publication for access to memory. The purpose of the 
secret number NS is to calculate a session key that is used for secure 
communications between two cards. There is no teaching in either reference to use 
this number to control access to data stored in memory. Accordingly, even if one 
were to apply the teachings of the Peyret article to the cards disclosed in the 
Campana et al patent, any logical combination of their teachings would not result in 
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the presently claimed invention. In other words, the combined teachings of the two 

references do-not suggest-that-editlng-of-data-stored in the first memory-is 

authorized if a secret code presented to the reader is compatible with the first 
management code," where such management code is computed from a 
cryptographic algorithm and is based on identification data of a chip card, as recited 
in claim 1. At best, the Peyret publication discloses that the user must present a 
secret code, but it does not disclose how this secret code is computed. For similar 
reasons, the references do not suggest the step of "editing of the data stored in the 
second memory [of the second card] is authorized if a secret code presented to the 
reader is compatible with the second management code," again where this second 
management code is computed from a cryptographic algorithm and is based on data 
relating to both the first and second cards. 

In addition to these distinctions, other differences between the claimed 
Invention and the prior art are set forth in various dependent claims. However, in 
light of the fundamental nature of the distinctions set forth above, further discussion 
of these additional differences is believed to be unnecessary at this time. 
Furthermore, it is respectfully submitted that the tertiary references do not overcome 
these differences between the claimed invention and the teachings of the Campana 
et al and Peyret et al references. 
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~lh"view'of the foregoingrit is respectfully-subnriitted-that-the-pending-clainris. _ 
are patentably distinct from the prior art of record. Reconsideration and withdrawal 
of the rejections are therefore respectfully requested. 

Respectfully submitted, 

Burns, Doane, Swecker & Mathis, l.l.p. 
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